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DETAILED ACTION 

1 . Claims 29-48 have been examined. Claims 29-48 are still pending. 

Double Patenting 

2. The nonstatutory double patenting rejection is, based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application. claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); in re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

3. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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4. Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 29-35, 39-45 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-21 of U.S. Patent No. 
6,393,404,B2. 

It appears that the only difference between this application and U.S. Patent No. 
6,393,404,B2 is that the claims of this application disclose "associating a value to 
each of the plurality of medical procedures" instead of "a reimbursement", and 
Examiner considers that "reimbursement" is a "value". Therefore claims 29-35, 
39-45 are rejected on the ground of non-statutory obviousness-type double 
patenting. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 29-33, 35-44, 46-48 are rejected under 35 U.S.C. 102(b) as being 
unpatentable by Little et al. (U. S. Patent No. 5,359,509). 
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A. As per claim 29, Little et al. discloses a method of optimizing medical 
diagnosis, procedures and reimbursement claims using a structured search 
space, the method comprising: 

i. listing a plurality of medical procedures to produce a master 
procedure list, wherein the master procedure list includes simple 
procedures and compound procedures which comprise of at least two 
simple procedures (Little et al.; col. 7, lines 10-26, col. 9, lines 40-52 and 
Fig. 7); 

ii. associating a value to each of the plurality of medical procedures 
(Little et al.; col. 7, lines 10-26); 

iii. listing medical procedures for a specific medical encounter to 
produce a list of ordered procedures (Little et al.; col. 6, lines 9-27 and Fig. 
2a and 2b); 

iv. building a search tree of all possible combinations of the simple 
procedures and the compound procedures in the list of ordered 
procedures (Little et al.; col. 7, lines 10-26; and col.8, lines 50-59) 

v. searching the search tree for the lowest total of values associated 
with the medical procedures in the list of ordered procedures (Little et al.; 
col. 10, lines 41-55 and Fig. 13). 

B. As per claim 30, Little et al. discloses the method of claim 1 , wherein the 
master procedure list also includes a short description of the represented medical 
procedure; a long description of the represented medical procedure, and a list of 
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all simple procedure that make up all compound procedures (Little et al.; col. 10, 
lines 41-55). 

C. As per claim 31 , Little et al. discloses the method of claim 1 , wherein the 
value associated with each of the plurality of medical procedures includes 
regional costs and fluctuations (Little et al.; col. 10, lines 41-55). 

D. As per claim 32, Little et al. discloses the method of claim 1 , wherein building 
a search tree includes: 

i. matching compound procedures in the master procedure list to a 
plurality of simple procedures in the list of ordered procedures to produce 
a matched compound procedure (Little et al.; col. 7, lines 10-26 and col. 8, 
lines 50-59); 

ii. eliminating the plurality of simple procedures from the ordered 
procedure list (Little et al.; col. 14, lines 32-41); and 

iii. adding the matched compound procedure to the ordered procedure 
list (Little et al.; col. 1 4, lines 32-41 ). 

E. As per claim 33, Little et al. discloses the method of claim 1 , wherein the 
method further includes eliminating duplicates of simple procedures in the list of 
ordered procedures (Little et al.; col. 8, lines 50-59). 

F. As per claim 35, Little et al. discloses the method of claim 1 , wherein the 
listing of the medical procedures is implemented by a medical professional at the 
medical encounter (Little et al.; abstract and col. 4, lines 26-43). 



Application/Control Number: 10/092,981 Page 6 

Art Unit: 3626 

G. As per claim 36, Little et al. discloses the method as recited in claim 4, 
wherein said steps of matching, eliminating and adding are repeated until all 
combinations of said compound procedures and said simple procedures are 
identified (Little et al.; col. 10, lines 41-55). 

H. As per claim 37, Little et al. discloses a method of optimizing medical 
diagnosis, procedures and reimbursement claims using a structured search 
space, the method comprising: 

i. listing a plurality of medical procedures to produce a master 
procedure list, wherein the master procedure list includes simple 
procedures and compound procedures which comprise of at least two 
simple procedures (Little et al.; col. 7, lines 10-26, col. 9, lines 40-52 and 
Fig. 7); 

ii. associating a value to each of the plurality of medical procedures 
(Little et al.; col. 7, lines 10-26); 

iii. listing medical procedures for a specific medical encounter to 
produce a list of ordered procedures (Little et al.; col. 6, lines 9-27 and Fig. 
2a and 2b); 

iv. building a search tree of all possible combinations of the simple 
procedures and the compound procedures in the list of ordered 
procedures (Little et al.; col. 7, lines 10-26; and col.8, lines 50-59) 

v. identifying a combination of procedures in said list of ordered 
procedures associated with said specific medical encounter based on a 



Application/Control Number: 10/092,981 Page 7 

Art Unit: 3626 

combination of procedures with a minimum total of values associated with 
said medical procedures for said medical procedures for said specific 
medical encounter (Little et al.; col. 10, lines 41-55). 
I. As per claim 38, Little et al. discloses the method as recited in claim 9, 
wherein each of said plurality of medical procedures is associated with a code, 
wherein if more than one combination of procedures in said list of ordered 
procedures associated with said specific medical encounter has said minimum 
total of values associated with said medical procedures for said specific medical 
encounter then a particular combination of said more than one combination of 
procedures is selected based on a least number of codes (Little et al.; col. 7, 
lines 10-26). 

J. As per claims 39-44 and 46, they are system claims, which repeat the same 
limitations of claims 29-33 and 36, the corresponding method claims, as a 
collection of elements as opposed to a series of process steps. Since the 
teachings of Miff disclose the underlying process steps that constitute the 
methods of claims 29-33 and 36, it is respectfully submitted that they provide the 
underlying structural elements that perform the steps as well. As such, the 
limitations of claims 39-44 and 46 are rejected for the same reasons given above 
for claims 29-33 and 36. 

K. As per claims 47-48, they are system claims, which repeat the same 
limitations of claims 29-30, the corresponding method claims, as a collection of 
elements as opposed to a series of process steps. Since the teachings of lliff 
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disclose the underlying process steps that constitute the methods of claims 29- 
30, it is respectfully submitted that they provide the underlying structural 
elements that perform the steps as well. As such, the limitations of claims 47-48 
are rejected for the same reasons given above for claims 29-30. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Little et 
al. (U. S. Patent No. 5,359,509) in view of lliff (U.S. Patent No. 5,724,968). 

A. As per claim 34, Little et al. discloses the method of claim 1 . 

Little et al. fails to expressly teach a palm sized computer, per se, since it 
appears that Little et al. is more directed to plurality of minicomputer or 
microcomputer workstations (Little et al.; col. 5, lines 25-28). However, this 
feature is well known in the art, as evidenced by lliff 
In particular, lliff discloses a palm sized computer (lliff; abstract and col. 
63, lines 62-66). 

Examiner considers that it would have been obvious to one having 
ordinary skill in the art at the time of the invention to include the 
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aforementioned limitation as disclosed by lliff with the motivation of 
portability of the handheld or palm computers. 

10. Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over Little et 
al. (U. S. Patent No. 5,359,509) and lliff (U.S. Patent No. 5,724,968) further in view of 
Examiner's official notice. 

A. As per claim 45, Little et al. discloses the method of claim 38. 

Little et al. fails to expressly teach touch-sensitive display device. 
However, the Examiner takes official notice that it was well known in the 
computer arts, especially in handheld computing arts to display 
information on a touch-sensitive display device. The motivation would 
have been to utilize readily available and user-friendly technology in 
accommodating user preferences. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not used prior art teach "Medical network 
management system and process" 5,471,382 A, "Computerized medical diagnostic and 
treatment advice system" 5,660,1 76 A, "System and method of context vector 
generation and retrieval" 5,619,709 A, "Computerized medical advice system and 
method including meta function" 5,71 1 ,297 A, "Medical network management system 
and process" 5,764,923 A, "Method and apparatus for graphical user interface-based 
and variable result healthcare plan" 5,786,816 A. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dilek B. Cobanoglu whose telephone number is 571- 
272-8295. The examiner can normally be reached on 8-4:30. 

1 3. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

14. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

DBC 

Art Unit 3626 . 
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